THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal under 35 U S.C. 8 134 of clains 1, 4,

6 through 15, and 17 through 20, which are all of the clains

1 Application for patent filed Decenber 9, 1993.
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remai ning in the application. Although the exam ner’s

advi sory action indicated that upon filing an appeal, “the
proposed anmendnent will be entered,” (see the advisory action
dated 08/10/95, Paper No. 10), appellants’ response under 37
CFR

8 1.116 dated 07/31/95, Paper No. 9, did not contain any
amendnents to the clains.

THE | NVENTI ON

Appel lants’ invention is directed to a filmstructure
conprising at |east one |layer of an olefin polyner having a
surface treated external |ayer which is printable, seal able
and machi nable. The | ayer contains as conbined slip agent and
anti bl ock, a particul ate crosslinked hydrocarbyl substituted
pol ysi | oxane. The external surface conprises a liquid
hydr ocar byl substituted pol ysil oxane.

THE CLAI M5

Claim1 is illustrative of appellants’ invention and is
repr oduced bel ow.

1. Afilmstructure conprising at |east one | ayer of an
ol efin honmo-, co- or ter-polynmer having a surface-treated
external surface which is printable, seal able and machi nabl e,
the | ayer containing, as conbined slip agent and anti bl ock, a
particul ate cross-1|inked hydrocarbyl -substituted pol ysil oxane,
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the external surface conprising a |iquid hydrocarbyl -
substituted pol ysil oxane.

THE REFERENCES OF RECORD

As evi dence of obviousness, the exam ner relies upon the

foll ow ng references:

Bal |l oni et al. 4,961, 992 Cct. 9, 1990
[Bal l oni (‘992)]

Kawakam et al. 4, 966, 933 Cct. 30, 1990

[ Kawakam ]

Bal |l oni et al. 5,110, 671 May 5, 1992

[Bal loni ('671)]

THE REJECTI ONS

Claims 1, 4, 6 through 13, 15, and 17 through 20 stand
rejected under 35 U . S.C. § 103 as unpatentabl e over Kawakam
in view of Balloni (‘671).

Claim1l4 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Kawakam in view of Balloni (*671) and
Bal | oni (*992).

OPI NI ON
Appel l ants submt that claim 14 now on appeal does not

stand or fall together with the other clainms. Brief, page 6.
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Appel I ants, however, have not argued the separate
patentability of the balance of the clains. Accordingly, we
will treat the balance of the clains as standing or falling
together. W sel ect

claim1l as representative of appellants’ clained subject

matter and limt our consideration to clains 1 and 14. 37 CFR
8§ 1.192(c)(7)(1995).

We have carefully considered appellants' argunents for
patentability. However, we are essentially in conplete
agreenent with the examner that the clained subject matter is
unpatentable in view of the applied prior art. Accordingly,
we Wil sustain the examner's rejections for essentially
t hose reasons expressed in the Answer, and we add the
followng primarily for enphasis.

The sol e issue before us is whether the exam ner has

established a prima facie case of obvi ousness based upon the

rejection of record. Appellants argue that, “[t]he propyl ene
pol ymer film containing crosslinked silicone resin and
hydroxy-fatty acid glyceride, both for inproved slipperiness,

as disclosed in the primary reference of Kawakam, is not
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properly conbinable with the secondary references.” See
Brief, page 7. W disagree.

An analysis of the primary reference to Kawakam requires
us to conclude that the patent contenpl ates the presence of
multiple slip agents provided only that they are not
detrinental to the objects of the invention. Both the
crosslinked silicone resin and the hydroxy-fatty acid
gl yceride are present in Kawakam in part to provide
slipperiness. See colum 2, line 64 through colum 3, line
15. As stated therein, if the amount of either conpound falls
bel ow a requisite mninmumthe slipperiness is not
satisfactory. Nor does Kawakam contenplate that these be the
only slipperiness agents present in the invention. In colum
4, lines 22-40, Kawakam suggests that additional “slip
agents” may be added to the olefin polynmer filmof his
i nvention. Moreover, patentee specifically provides that,
“known ....slip agents.... can be incorporated in the
conposition constituting the propylene polyner filmof the
present invention in anobunts not hindering the attainnent of
the objects of the present invention.” W conclude that

Kawakam woul d have suggested the addition of any nunber of
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slip agents, although the specific liquid hydrocarbyl
substituted pol ysil oxane is not specifically suggested.

Wi | e Kawakam does not specifically disclose the
specific silicone oil slip agent of the clainmed subject
matter, Balloni(*671) teaches a pol ypropyl ene pol yner
packaging film having a coating of silicone oil on the film
to | ower the coefficient of friction and provide hot slip
properties. Qur analysis is in agreenment with the exam ner’s.
The exam ner has correctly pointed out that the addition of
the clained silicone oil slip agent into the pol ypropyl ene
packaging filmof Balloni results in inproved running
properties and heat seal characteristics. Accordingly, we
concur with the exam ner that it woul d have been prima facie
obvi ous for one of ordinary skill in the art to select the
silicone oil taught by Balloni(‘671) as a suitable slip agent
in the propyl ene polynmer packaging filmconposition of
Kawakam .

It is well settled that it is a matter of obvi ousness for
one of ordinary skill in the art to conbine two or nore
mat eri al s when each is taught by the prior art to be useful

for the sane purpose. |In re Kerkhoven, 626 F.2d 846, 850, 205
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USPQ 1069, 1072 (CCPA 1980). Here, appellants have sinply
conbi ned materials knowmn to be slip control agents for
propyl ene pol yner fil ms.

We further conclude that the prior art woul d have
suggested to those of ordinary skill in the art that they
shoul d nmake the clained subject matter and has reveal ed that
in so making or carrying out, those of ordinary skill in the
art would have had a reasonabl e expectation of success. See

In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed.

Cr. 1991).

We next turn to consideration of the rejection of claim
14 which additionally requires flame treating an outer surface
of the filmstructure. W agree with and incorporate the
exam ner’s rejection as set forth in the Answer, page 5. W
add only the followi ng brief comment for enphasis.
Bal l oni (* 671), in Exanple 3, |ikew se, uses a flane treatnent
to produce a desirable surface effect on the film Hence,
Balloni (°992) is needed only for its teaching of inproved ink
receptivity as a result of the flane treatnent. See
Bal | oni (992), colum 3, lines 35-37. W conclude that it was

reasonable for the examner to rely on the teachings of both
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Bal | oni references to show the advantages of flane treating
pol ypropyl ene polyner film Accordingly, it would have been
obvious to one of ordinary skill in the art to prepare
appel lants’ clainmed filmstructure by incorporating the
silicone oil of Balloni to achieve inproved slip
characteristics and utilize the flame treatnment of both
Bal | oni patents to inprove printability. W note that
appel | ants have presented no argunents based upon objective
evi dence of non-obviousness that would serve to rebut the
prima facie case of obviousness.

DECI SI ON

The rejection of clains 1, 4, 6 through 13, 15, and 17
t hrough 20 under 35 U.S.C. § 103 as unpatentabl e over Kawakam
in view of Balloni('671) is affirned.

The rejection of claim14 under 35 U S.C. § 103 as
unpat ent abl e over Kawakam in view of Balloni(‘671) and
Bal l oni (*992) is affirnmed.

The exam ner’s decision is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under

37 CFR § 1.136(a).
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AFFI RVED

Edward C. Kimin
Adm ni strative Patent Judge

Charles F. Warren BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Paul Li eber man )
Adm ni strative Patent Judge )
tdc
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